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. MONTH(S) FROM 



Peri d for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 
THE MAILING DATE OF THIS COMMUNICATION. 

- Bctensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (3D) days uitll 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (36 U.S.C. § 133). 

- Aiy reply received by the Office later than three months afterthe mailing date of this communication, even if timely filed, may reduce any 

earned patent temi adjustment. See 37 CFR 1.7D4(b). 

Status 

1 ) 13 Responsive to communication(s) filed on tO/18/W . 

2a) □ This action is FINAL. 



2b) (3 This action is non-final. 

3) |j Since this application Is in condition for allowance except for formal matters, prosecution as to the merits is closed 

in accordance with the practice under £x psrte Qwsy/e, 1 935 CD. 11 ; 453 O.G. 21 3. 

Disposition of Claims 

4) 13 Claim(s) ^^-^ ^ is/are pending in the application. 
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8) □ Claims 
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Attachment(s} 

15) n Notice of References Cited (PTO-892) 

16) rH Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) IJ Info Disclosure Statemen(t(s) (PTO-1449) Paper No(s) 



18) C Interview Summary (PTO-413) Paper No(s). 

19) D Notice of Infom^al Patent jOpplication (PTO-152) 

20) □ Other: 



U. S. P4t*nt «h4 Tr4^4-fn4rk Of f i<* 

PTO-326 (Rev. 9-00) 



Office Action Summary 



Part of Paper No. 11 



Monday, Feb 25, 2002 10:20 AM 



Application/Control Number: 08/916,527 Page 2 

Art Unit: 1625 

Claims 1 1-25 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for neuropeptide derivatives containing the 
tetrahydrofuran heterocyclic moiety, does not reasonably provide enablement for 
derivatives drawn to the vast range of heterocyclic containing derivatives, particularly, 
for example, N-heterocyclic derivatives. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention commensurate in scope with these claims. There is insufficient 
enabling disclosure to support the terms heteroaryl R\ R^, R^, R^, R^, R^, R^^ and Q 
derivatives were prepared. In In re Wands . 8 USPQ2d 1400 (1988), factors to be 
considered in determining whether a disclosure meets the enablement requirement of 
35 U.S.C. § 112, first paragraph, have been described. They are: 

1 . the nature of the invention, 

2. the state of the prior art, 

3. the predictability or lack thereof in the art, 

4. the amount of direction or guidance present, 

5. the presence or absence of working examples, 

6. the breadth of the claims, 

7. the quantity of experimentation needed, and 

8. the level of the skill in the art. 

In the instant case, Applicants are claiming heterocyclic substituted alkylene 
diamine derivatives. Applicants have not disclosed any working examples which would 
demonstrate, or guide, one skilled in the art as to how the heterocyclic substituted 
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derivatives other than those substituted tetrohydro furan, in particular N-heterocyclic 
derivatives, were prepared or obtained. The process of making the heterocyclic 
substituted derivatives or how these heterocyclic derivatives were obtained is not readily 
apparent from the specification. The specification must teach how to make the 
invention. In re Gardner 166 U.S.P.Q. 138 (1970). In order to practice the claimed 
invention, one skilled in the art would have speculate how the derivatives were obtained 
or prepared. Therefore, the instant invention is not enabled. Claims limiting the scope 
of these terms should overcome this rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raymond Covington whose telephone number is (703) 
308-4704. The examiner can normally be reached on Monday to Friday from 9 AM to 3 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jyothsna Venkat, can be reached on (703) 308-4698. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
308-4556. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1235. 
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